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DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed 01/10/2006 have been fully considered but they are 
not persuasive. 

Applicant argues, "The halo around an option is not equivalent to an advertising 
mark, as claimed, because the halo merely indicates the user's options on the screen 
and does not have any association with advertising." 

In response, the Examiner respectfully disagrees with Applicant because the 
Halo around an option is an "hot spot" , an "advertisement mark" to indicate to user that 
additional information, i.e., advertisements, infomercials, about the product associated 
with the "hot spot" is available to user if the user selects on the it by selecting that "hot 
spot" (see Col. 13, lines 50-62 and Col. 15, line 62-67). 

Applicant further argues, "The selection of the Halo around an option does not 
lead to the display of the received adverting information on the display, as claimed." 

In response, the Examiner respectfully disagrees with Applicant because the 
user by selecting the "hot spot", the system displays the additional information, as 
advertisement, about the product associated with the "hot spot" (Col. 13, lines 50-62 
and Col. 15, line 62-67). 
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Applicant argues, "Thus, because Holman's coupon offers are not displayed 
along with the presentation of the television commercial, Holman does not tech or 
suggest displaying with the presentation of the television commercial, Holman does not 
teach or suggest displaying an advertisement mark for the item on a display along with 
scene of the broadcasted program." 

In response, the Examiner respectfully disagrees with Applicant because 
Wistendahl has met the above feature argued by Applicant! Moreover, Applicant's 
arguments against the references individually, one cannot show non-obviousness by 
attacking references individually where the rejections are based on combinations of 
references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981 ); In re Merck & 
Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

In view of the above discussion, the Examiner maintains the rejection. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
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patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 21-35 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1 ,2,5,6,7,8,9,10 of U.S. Patent 
No. 6282713. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because 

1 . Claims 21 , 36 , 45 and 52 corresponds to patent claims 1 and 22 of U.S. Patent No. 
6,282,713. 

Application claims 21 , 36 , 45 and 52 and patent claims 1 and 22 are draw to the 
same invention. These claims differ in scope in that application claims 21, 36 , 45 and 
52 are broader in scope than patent claims 1 and 22. 

Allowance of application claims 21, 36 , 45 and 52 would result in an unjustified 
time-wise extension of the monopoly granted for the invention defined by patent claims 
1 and 22. Therefore, obviousness type double patenting is appropriate. 

Claims 22, 23, 24, 25, 28, 37, 38, 39, 46, 47, 48, 53, and 54 correspond to 
patent claim 2. 

Claims 26, 27, 40, and 55 correspond patent claim 1 . 
Claims 29, 41 correspond to patent claims 5 and 10. 
Claims 30, 31 , 42 and 43 correspond to patent claim 6. 
Claim 32 and 49 correspond to patent claim 8. 
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Claim 33 corresponds to patent claim 19. 

Claim 34, 35, 44, 50, 51, 56 and 57 correspond to patent claim 9. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 21-57 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Wistendahl et al. (US 6496981) in view of Holman (US5285278). 

Claims 21 , 36, 45 and 52, Wistendahl discloses a method, an apparatus, a 

receiver and a machine-readable medium comprising: 

receiving advertising information for an item along with a broadcast of a 

program (Col. 13, lines 50-62t); 

displaying an advertising mark (logo) for the item on a display along with a 

scene of the broadcasted program (Col. 15, lines 1-7); 

displaying the received advertising information on the display upon 

selection of the advertising mark by a viewer (Col. 9, lines 33-41 ); 

Wistendahl does not disclose storing the displayed advertising information 

upon selection by a viewer . 

Holman discloses storing the displayed advertising information upon 

selection by a viewer (Col. 5, lines 18-22) for the benefit of later retrieving the 
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selected information. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Wistendahl for 
storing the selected information, as taught by Holman, so the user able to later 
retrieve it. 

Claims 22, 37 and 46, Holman further disclose storing advertising 
information for the item for a specified period of time after a corresponding 
broadcasted program ends (Col. 12, lines 21-29). 

Claim 23, Holman further discloses storing the displayed advertising 
information on a smart card (Col. 4, lines 49-54 and Col. 5, lines 51-55). 

Claims 24, 38 and 53, Holman further disclose storing information on the 
smart card regarding an associated broadcast of a program in association with 
the displayed advertising information (Col. 9, lines 59-64). 

Claims 25, 39, 47 and 54, Holman further disclose wherein storing the 
displayed advertising information on the smart card comprises storing a coupon 
for the item on the smart card (Col. 5, lines 53-55). 

Claims 26, and 55, Holman further disclose printing a coupon upon 
selection by a viewer and after displaying the received advertising information 
(Col. 7, lines 30-36). 

Claims 27, and 40, Wistendahl further discloses wherein the displayed 
advertising mark comprises an indicator for a plurality of items for which 
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advertising information is available, and wherein the indicator is representative of 
the item to which the indicator corresponds (plurality of hot spots; Col. 13, lines 
50-61). 

Claims 28, and 48, Holman further discloses storing a coupon for a 
selected one of the plurality of items on a smart card upon selection by a viewer 
(Col. 5, lines 18-22). 

Claims 29, and 41 , Wistendahl (Col. 13, lines 50-54) in view of Holman 
(Col. 5, lines 8-18) further discloses wherein the displayed advertising mark is 
superimposed over a broadcast of a program on the display . 

Claims 30, and 42, Wistendahl (Col. 13, lines 50-54) further discloses 
wherein the item is in the displayed scene and wherein the displayed advertising 
mark comprises an indicator of the item in the displayed scene. 

Claims 31, and 43, Wistendahl in view of Holman (Col. 5, lines 33-40) 
further comprising recalling the stored displayed advertising information and 
displaying it at a time that is different from a display time of a scene in which an 
advertised item appears. 



Application/Control Number: 09/834,364 Page 8 

Art Unit: 2611 

Claims 32, and 49, Wistendahl in view of Holman (Fig. 2; el. 40 and 8; 
Col. 5, lines 8-18) further discloses wherein displaying the advertising information 
comprises displaying the advertising information on a portion of the display along 
with the broadcast of a program. 

Claim 33, Wistendahl (Col. 13, lines 50-62) in view of Holman further 
discloses receiving a request from the viewer for electronically ordering the item 
using the advertising information. 

Claims 34, 44, 50 and 56, Wistendahl in view of Holman (Col. 11, lines 
60-Col. 12, lines 16) further discloses wherein the advertising information 
comprises a coupon that is redeemable upon satisfaction of a condition 
precedent, the method further comprising storing a coupon portion of the 
displayed advertising information on a smart card only upon satisfaction of the 
condition precedent. 

Claims 35, 51, and 57, Wistendahl in view of Holman (Col. 12, lines 25- 
60) further discloses comprises a coupon that is redeemable upon satisfaction of 
a condition precedent, the method further comprising reading a coupon portion of 
the displayed advertising information on a smart card only upon satisfaction of 
the condition precedent. 



Conclusion 
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THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hai Tran whose telephone number is (571) 272-7305. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher C. Grant can be reached on (571 ) 272-7294. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

HT:ht 

03/16/2006 / 




